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4) M Claim(s) 19-32 is/are pending in the application. 
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Application Papers 
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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: On page 3, 
line 2; the word "latices" is misspelled. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

3. Claims 19-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. The expressions "terpene-phenolic derivate", "hydrogenated rosin derivative" and 
rosin ester derivative" render the claims indefinite. There are no examples of said 
derivatives in the specification and one having ordinary skill in the art, at the time the 
invention was made would not know what said derivatives are and of all the derivatives, 
which ones are usable in the invention. Whether similar claims have been allowed to 
others is immaterial. See In re Giolito 188 USPQ 645 (CCPA 1976). 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 19-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crossland et al. 3,917,607, Sambasivam et al. 6,232,391 or Paul 6,448,303, in view of 
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Kitamura et al. 5,095,059, Kueppers 5,939,483, Quinn et al. 6,582,829 or Kroll et al. 
6,926,959, further in view of Sutter et al. 5,120,585. 

7. The primary and secondary references have been discussed already. The 
primary references disclose all the required ingredients with the claimed concentrations. 
The secondary references are cited to show the viscosity of similar formulations and the 
softening points of the claimed tackifiers. While not all the claimed properties are 
shown in the cited references, when there is sound basis that the products of the 
applicants and the prior art are the same, applicants have the burden of showing that 
they are not. See In re Spada 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Since the PTO 
cannot conduct tests, so it is appropriate to shift the burden to applicants to do so. See 
In re Best 195 USPQ 430, 433-434 (CCPA 1977). A prior art reference may anticipate 
or make obvious without disclosing a feature of the claimed invention if that missing 
characteristic is necessarily present or inherent in the reference. In other words all 
properties are inherent in the composition. Sutter et al. teach a package including a 
support member, having an oleophobic and hydrophobic coating, adhesively bonded to 
form a packet. It would have been obvious to one having ordinary skill in the art; at the 
time the invention was made, to use the adhesives of the primary references, as 
modified by the secondary references, to bond the package, since Kitamura et al. ad 
Kueppers discloses the fact that SEBS based hot melt adhesives are uniquely suited to 
bond hard to adhere surfaces. 
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Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (571 ) 272- 

1 124. The examiner can normally be reached on 7:00 a.m.-5:30 p.m. Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. . 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571*272-1000. 
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Primary Examiner 
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